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Forp Moror Co. v. BeNsamin E. Boone, INc. 
(244 Fed. Rep. 335) 
United States Circuit Court of Appeals 
Ninth Circuit, August 20, 1917 


Unrarr CoMPETITION—TrabdE-Marks—Deceptive Use. 

For the defendants to use plaintiff’s trade-mark and to falsely ad- 
vertise that they are “Ford agents”, when they merely bought plain- 
tiff’s cars from a regular agent to resell at less than list prices, is un- 
fair competition with the plaintiff, notwithstanding that the contract 
between the latter and its said agent may be invalid. 


On appeal from the United States district court for the district 
of Oregon. Judgment reversed. 


Platt & Platt and McDougal & McDougal, all of Portland, 
Ore. (Alfred Lucking and L. B. Robertson, both of De- 
troit, Mich., and Harrison G. Platt, of Portland, Ore., of 
counsel), for appellant. 

Littlefield & Maguire, of Portland, Ore. (E. V. Littlefield, of 
Portland, Ore., of counsel), for appellees. 


Before Gitpert and Hunt, Circuit Judges, and Dierricn, Dis- 
trict Judge. 


Dietricu, D. J.: The plaintiff company is the manufacturer 
of the Ford automobile. It maintains what it calls an agency for 
the sale of its cars and extras, and for repair work, at Portland, 
Ore. The defendants are engaged in a general automobile business 
in that city, but have never been authorized by the plaintiff, either 
as agents or otherwise, to sell its products. The suit is brought to 
restrain them from engaging in what the plaintiff claims to be un- 
fair practices, by which its rights are violated and the public is de- 
ceived. Upon the defendants’ motion the bill was dismissed in the 
lower court, and the plaintiff appeals. 

Sketching the complaint a little more fully, it shows that for 
about 12 years last past the plaintiff has been engaged in the manu- 
facture and sale of automobiles invented by it, and commonly known 
as the “Ford car,” “Ford automobile,” or “Ford,” the same being 
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fully protected by patents; that it has spent large sums of money 
advertising the “Ford,” and by reason of its inherent merit and as a 
result of such advertising the “Ford” has come into great public 
favor; that in advertising plaintiff has very generally used two 
trade-marks duly registered and fully protected by the United States 
copyright and trade-mark laws, namely, a design known to the trade 
and the public as the “winged pyramid,” which carries in script the 
word “Ford” above the words “The Universal Car,” and also the 
word “Ford” in script; that in the conduct of its business the plain- 
tiff appoints agents in limited territories throughout the United 
States, and that the rights and duties of such agents are defined by 
a uniform contract; that in connection with the signs on their build- 
ings and windows, and their advertising by the use of cards, letter- 
heads and other printed matter, such agents are required to use the 
word “Ford” or “Fords” in dress and style resembling such trade- 
marks or designs, and as a consequence of such common use by the 
plaintiff and its agents it has come to be understood generally by the 
public that persons making use of such expressions and designs are 
duly authorized agents for the sale of the plaintiff’s product in the 
territory where such advertising is used; that, although they are 
without any authority whatsoever from the plaintiff, for the purpose 
of misleading the public and of fraudulently and unfairly diverting 
the plaintiff’s trade, which belongs to it and its authorized agents. 
and of causing the public to believe that the defendants are the 
plaintiff's authorized agents, they, the defendants, have made and 
are making, and threaten to continue to make, certain false and 
misleading representations, particularly in that: First, they main- 
tain in a conspicuous place upon their business building the word 
“Fords”; second, they have caused to be printed and use certain 
posters upon oil cans containing automobile oil, upon which posters 
is a winged pyramid, with the script word “Ford” thereon, imitative 
of the plaintiff's trade-mark, and at the bottom of the poster the 
words “Benjamin E. Boone & Co., Ford Agents, Portland, Oregon’ ; 
third, they falsely and fraudulently represent to prospective pur- 
chasers of Ford cars that they are Ford agents, and that they obtain 
Ford cars in quantity from the plaintiff's factories; fourth, they 
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have caused to be printed in the Portland classified index of the 
Pacific Telephone & Telegraph Company’s directory the following: 
“Boone, Benj. E. & Co., Ford Auto Agency, 514 Alder St., Main 
3966”; fifth, they have importuned certain of the plaintiff's “agents’’ 
to breach their “agency” contracts with the plaintiff, and in collusion 
with such agents they have sent in to plaintiff's factories false and 
fictitious orders for cars; sixth, they have advertised in the local 
papers the sale of Ford automobiles which they fraudulently ob- 
tained through the plaintiff's agents, at prices greatly below the 
regular, advertised, retail selling price of the plaintiff's cars. 
* * * * * * 

The first question is whether or not, even if we assume the 
invalidity of the agency contract, the defendants may, in the conduct 
of their business, engage in the deceptive practices pointed out in the 
first four specifications. It is too narrow a view to take of the scope 
of the doctrine of unfair competition to say, as is suggested, that 
there can be no unfair competition in such case because admittedly 
the defendants are selling genuine “Ford” cars. If there is no ad- 
vantage to them and no corresponding disadvantage to the plaintiff, 
why the pretense of being a Ford agency? The purchase of an 
automobile is not like the purchase of a sack of potatoes. An auto- 
mobile is a complex mechanism, designed to be used for an indefinite 
length of time. Parts wear out and must be replaced. The ordi- 
nary purchaser realizes that he is incompetent to judge whether in 
all respects an offered car is up to the manufacturer’s advertised 
standard. It is a consideration of some importance to him to be 
able to deal with the maker or his recognized agent. He desires the 
assurance that the article he purchases is standard; that it has the 
maker’s guaranty; that he will be able to procure parts and acces- 
sories as he may need them; and, of course, that no question will be 
raised touching his title. Obviously the defendants could not give 
a prospective purchaser all of these assurances. If they are right- 
fully in possession of new “Fords,” they may, as a matter of course, 
sell them where and to whom they please, and as an inducement they 
may cut the plaintiff’s price, but they cannot, by pretending to be its 
agents, thus do it the double wrong of pirating upon its patronage, 
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and also injuring it in the estimation of the public, by making it 
appear to be actually selling its cars at different prices, while pro- 
fessing to maintain the same price for all. Such deceptive practices 
are of the very essence of unfair competition. 

“A distinctive name of a place of business will be protected as a trade- 
name against use or imitation by others. Deceptive signs and names upon 
a place of business or deceptive dress of a store will be enjoined. The 
right to the exclusive use of a distinctive name or sign in a particular 
locality may be acquired.” 38 Cyc. 826. 

It is suggested in their brief that the defendants did not ex- 
pressly claim or advertise that they were “‘agents of the Ford Motor 
Company.” It is true that they did not, by advertisement or other- 
wise, make such claim with precision or in technical language, but 
such a defense is as common as it is futile. As was said by Mr. 
Justice Bradley in Celluloid Mfg. Co. v. Cellonite Mfg. Co. (C. C.) 
32 Fed. 97: 

“It is not identical with the complainant’s name. That would be too 
gross an invasion of the complainant’s rights. Similarity, not identity, is 
the usual recourse when one party seeks to benefit himself by the good 
name of another. What similarity is sufficient to effect the object has to be 
determined in each case by its own circumstances. We may say, generally, 
that a similarity which would be likely to deceive or mislead an ordinary, 
unsuspecting customer is obnoxious to the law.” 

The defendants used plaintiff's trade-mark after the manner 
of a regular Ford agency. They falsely, and with the intent to 
deceive, advertised that they were “Ford agents,” and that they are 
a “Ford auto agency,” and for the same purpose they have fraudu- 
lently represented to prospective purchasers of Ford cars that they 
were “Ford agents.’ Admittedly they resorted to these practices 
for the purpose of deceiving, and there can be no question that the 
means employed were well adapted to that purpose. It may be that 
some people, with knowledge of the actual conditions, would pur- 
chase cars from the defendants for $25 below the current price, but, 
upon the other hand, it may very well be assumed that others would 
prefer to pay the additional $25 for the assurances and security 
supposed to attend purchases through a regular agency, and in its 
enjoyment of the trade which would naturally come to it from this 
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latter class the plaintiff is entitled to protection against the defend- 
ants’ unfair and deceptive practices. 

The judgment will be reversed, with directions to overrule the 
motion to dismiss, and to take further proceedings not out of har- 
mony with the views hereinbefore expressed. 


MANNERS v. TRIANGLE Fitm CorPoRATION, ET AL. 
(244 Fed. Rep. 293) 
United States District Court 


Southern District of New York, June 14, 1917 


1. Uwnrar Competition—Name or Firm Pray—Ruicut To Protection. 

Where plaintiff was the first to make commercial use of the title 
of a copyrighted film play and made it distinctive thereof by identifying 
it with the best theatrical talent of the day, he is entitled to protection 
therein as against its unauthorized use by a competitor. 

2. Unram Competrrion—Trapve-Marxs—Titie or CopyricutTep Pray. 

The name of a copyrighted play, although not protected by the 
copyright, may, if it acquires a trade meaning as an arbitrary desig- 
nation, be entitled to protection as a trade-mark, even though, like 
“Happiness”, it is a word in common use. 

3. Unram Competirion—Trapde-Marks—Derense. 

In the case at issue, the plaintiff’s rights in the name are not 
affected by the prior use thereof by another at private theatricals 
given for charity. 


In equity. Motion granted for injunction pendente lite. 


David Gerber, of New York City, for plaintiff. 

Walter N. Seligsberg, of New York City, Alex. L. Strouse, of 
Milwaukee, Wis., Jay Leo Rothschild, of New York City, 
for defendants. 


Manton, D. J.: The plaintiff is a well-known playwright, 
and seeks in this action to restrain, by injunction, the defendants 
from using the title “Happiness” as the title of a play or photo- 
play. He claims that, in violation of his sole right in the title 
“Happiness” as a trade-name or trade-mark, the defendants should 
not only be restrained in its use, but should compensate him for 
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the damages he has sustained. The action has been removed from 
the state court. 

The defendants move to dismiss the complaint on the ground 
that it does not state facts warranting equitable relief. 

Much is claimed by plaintiff as to delays on the part of the 
defendants in defending the action, and it is argued that this prac- 
tice is indulged in so as to avoid a trial of the action before the 
summer recess of this court, to the advantage of the defendants, in 
that the defendants may profit by the use of the title “Happiness” 
in the interim. It is claimed that the life of a motion picture of the 
type produced by the defendants is but a few months, and that, 
since this cause cannot be tried until the October session of the court, 
unless an injunction be granted now an injunction resulting from 
the trial of the action would be of little avail. 

The plaintiff is the author of “Peg o’ my Heart,’ “The Harp 
of Life,” and “Out There.” His wife, under the stage name of 
“Miss Laurette Taylor,” is well known to the theater-going public 
and has had a successful career. The play “Happiness,” written 
by the plaintiff, has been copyrighted. In March, 1914, it was pre- 
sented at the Cort Theater, in New York City, and after some per- 
formances taken off. The moving affidavits indicate that the play is 
to be used in the future under this title. 

The plaintiff's attention was called, in April last, to the an- 
nouncement of the production of the photo-play at the Rialto 
Theater, in this city, under the title “Happiness.” Notice was 
served upon the theater and the producers of the play, the defend- 
ants herein, of the claim of ownership by the plaintiff of the title 
“Happiness” as the title of a play. After notice, defendants re- 
fused to discontinue the use of the title “Happiness,” and advertised 
it extensively in the press and otherwise under this title, and con- 
tinued performing in motion pictures under said title in various 
cities mentioned in the affidavits. In addition to this the plaintiff 
personally visited and called upon Mr. Rothapfel, manager of the 


defendant theater company, and protested against the use of this 
title. 


Dodd, Mead & Co. are the plaintiff’s publishers, and have ac- 
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quired from the plaintiff sole right to publish, plaintiff reserving 
the dramatic rights, and the rights of presentation upon the stage 
in any and every form. 

The defense interposed is that, on November 12, 1910, a lady 
named Spiegelberg gave a performance of a tragedy in one act, en- 
titled “Happiness,” and this was performed in her country resi- 
dence in Westchester county, N. Y., and for which a charge of $5 
was made for the benefit of a hospital; and, further, the presenta- 
tion of a play called “Happiness” by the Chautauqua Association. 
However, this latter play was produced in 1916, two years after 
the production by the plaintiff of his play and after his play had 
been copyrighted. Upon notice and protest by the plaintiff, the 
Chautauqua Association changed the title of the play to ‘““The Quest 
for Happiness.” The defendants, having received notice of the 
claim of the plaintiff, proceeded to produce their photo-play under 
this title, and the capital thus invested was after due and timely 
notice, and can only be based upon insistence that they were right 
in the position which they took. Therefore, it will not be unfair 
to grant this injunction as against the defendants unless the strict 
rule of law forbids the granting of such relief. And, in addition 
thereto, it is claimed, and properly so, by the plaintiff, that the mat- 
ter of change of title by the defendants is a simple one if the photo- 
play is permitted to continue. What is now probably a five and 
ten cent moving picture performance will undoubtedly take from a 
valuable asset the trade-name of this play, which will be produced 
under expensive auspices to a theater-going public. 

If the title “Happiness” is infringed, it can be protected 
on the doctrine of unfair competition. Corbett v. Purdy (C. C.) 
80 Fed. 901; Glaser v. St. Elmo Co. (C. C.) 175 Fed. 276. 

The courts have exercised their equitable jurisdiction and en- 
joined defendants from using as the title of photo-plays the plain- 
tiff’s title, such as “A Fool There Was,” where the plaintiff had 
been using it as the title of a drama. Klaw & Erlanger v. General 
Film Co., 171 App. Div. 945, 156 N. Y. Supp. 1128 [5 T. M. Rep. 
99]. Valuable titles which have been used as trade-names have 
been protected in the following cases: Shook v. Wood, 32 Pa. Leg. 
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Int. 264; Outcault v. Lamar, 135 App. Div. 110, 119 N. Y. Supp. 
930; Frohman v. Morris, 68 Misc. Rep. 461, 123 N. Y. Supp. 1090; 
Frohman v. Payton, 34 Misc. Rep. 275, 68 N. Y. Supp. 849. A 
fanciful title, such as “The Come Back,” was protected by Judge 
Clark in the state court. Dickey v. Mutual Film Corp. (Sup. Ct. 
S. T.) 160 N. Y. Supp. 609 [6 T. M. Rep. 423]. 

In Aronson v. Fleckenstein (C. C.) 28 Fed. 75, the rule was 
laid down that the name given a composition by its author, by which 
it has become known to the public, is a property right which should 
be protected, and that it is a fraud upon the public and the com- 
plainant to permit its use. 

The use of the title “Happiness” in a prominent theater in 
New York City, staged for performance by one of the foremost 
actresses of her time, has given to such title a value and asset as to 
constitute a property right in this plaintiff which should be pro- 
tected. While it is true that the title of a copyrighted play is not 
protected by the copyright, the use of that title is none the less to 
be secured by the owner of the copyrighted matter as a trade-mark, 
if the title so first employed by him has acquired a trade significance 
as an arbitrary designation. If the word “Happiness,” even though 
a word in common use, was adopted by the plaintiff, and at the time 
of its adoption was not employed by another as the designation of 
the title of a play, it may become a trade-name or trade-mark. The 
title may in no sense be descriptive of the drama as such, and, in- 
deed, it may be an arbitrary title employed to identify rather than 
describe the composition itself. If the title is serviceable as a de- 
scription of the subject portrayed in the play, it was open to adop- 
tion by the plaintiff, and, if such use gave it a secondary meaning in 
identification of the plaintiff's dramatic composition, it became so 
associated with the good-will of the drama as to be established in the 
production of the play and was a trade-mark. 

I think the circumstances and use of the title by the plaintiff 
herein justify the conclusion that the plaintiff had secured a trade- 
mark or trade-name in said title. After full notice, the defendants, 
having chosen the title and advertised it in a photo-play, did so 
at their peril. Justification for this use cannot be found in the 
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isolated case of the production of a play of a similar title at Mrs. 
Spiegelberg’s home. 

The right to a title vests in the first to apply and use the title. 
McLean v. Flemming, 96 U. S. 245, 24 L. Ed. 828. Inthe G. & C. 
Merriam Co. v. Saalfield, 198 Fed. 869, 117 C. C. A. 245 [2 T. M. 
Rep. 243], it was said: 

“A trade-mark is a trade-mark because it is indicative of the origin of 
the goods. The original right to its exclusive use was not based upon any 
statute, but upon principles of equity; and the right is acquired, not by 
discovery or invention or registration, but by adoption and use.” 

In Drone on Copyrights (page 535) it is said: 


“There can be no copyright in a title; but, on general principles of 
equity, an injunction will be granted restraining a person from appropriat- 
ing the title of a well-known publication for a rival work, nor will a person 
be allowed to use a title which is a mere colorable imitation of another for 
the purpose of misleading the public into buying one publication in the 
belief that it is the other.” 

I think the use of the title for a motion picture play as used by 
the defendants is an infringement of the plaintiff’s sole right to the 
title as the title of a play in drama on the stage, and that the injunc- 
tion should be granted. Kalem v. Harper, 222 U.S. 61, 32 Sup. Ct. 
20, 56 L. Ed. 92, Ann. Cas. 1913 A, 1285. 

Upon examination of the bill of complaint, I deem the objec- 
tions offered to its sufficiency not well founded, and therefore the 
motion to dismiss the bill will be denied. 


SHREDDED Wueat Co. v. HumpHrey CorNeE tt Co., ET AL. 
(244 Fed. Rep. 508) 
United States District Court 


District of Connecticut, May 2, 1917 


1, Unram Competition—Expmep Patrents—Imitation oF Goons. 

Where plaintiff had manufactured and sold a shredded wheat 
biscuit under both a process patent and a design patent, the expiration 
of such patents did not give defendants the right to simulate the size, 
shape and color of plaintiff's product on their goods, without unmis- 
takably distinguishing the latter therefrom, particularly as the use of 
the said features were of no advantage to the defendants in the manu- 

facture or sale of their goods. 


574 SEVEN TRADE-MARK REPORTER 


2. Uwnrarr Competition—Purpose or INJUNCTION. 

The purpose of an injunction in a case of unfair competition is 
not primarily to protect the purchaser, but to secure to the manu- 
facturer the profit to be derived from the sale of his goods. 

3. Uwnram Competition—Copyine Pictorrat Features—LiaBiiity oF Con- 

FUSION—INJUNCTION. 

The defendants should be restrained from placing on their con- 
tainers a representation of a shredded wheat biscuit exactly similar 
to that made by the plaintiff, since, although careful buyers might not 
be deceived thereby, others might be in the absence of clear indica- 
tions of origin on the packages. 

4. Unrarr Competition—Trape-Marxks—“Sureppep WHeEat’—SEcoNDARY 

MEANING—INJUNCTION. 

Where the words “Shredded Wheat” and “Shredded Whole Wheat” 
have become associated with the goods of the plaintiff company, it is 
entitled to an injunction restraining the use thereof by the defendants 
on like goods. 





In equity. Decree for plaintiff. 


Charles K. Offield, of Chicago, Ill., William C. Breed and 
Frederick I. Allen, both of New York City, and George D. 
Seymour, of New Haven, Conn., for plaintiff. 

John R. Nolan and James H. Griffin, both of New York City, 
David Tice, of Lockport, N. Y., and Arthur Keefe, of New 
London, Conn., for defendants. 


Tuomas, D. J.: This is a suit in equity, charging the defend- 
ants with unfair trading, and is now before the court on final hear- 
ing upon pleadings and proofs. 

The gravamen of the bill is contained in the fourth and fifth 
paragraphs which read as follows: 


(4) “That from the beginning of the manufacture of whole wheat 
biscuit by your orator’s predecessors and continuously to the present time 
your orator has manufactured for sale and consumption such biscuit in a 
particular and peculiar shape and form; that such biscuit was produced 
and baked so as to present a distinguishing eye appearance, at once recog- 
nized by the configuration of such biscuit, from any other form of food 
product ever before manufactured either from wheat or any cereal of 
similar or allied purpose; that the whole wheat biscuits of your orator 
were composed and built up of wheat fashioned in peculiar form, laminated 
in structure and appearance, and to which your orator has attached the 
fanciful name of ‘shreds’—the biscuit as completed in final form being a 
rectangular flattened oval, with rounded sides or edges and sharply severed 
ends being a biscuit browned in appearance as to its upper face and ren- 
dered crisp and palatable as to its separate parts in baking.” 

(5) “That during nearly a quarter of a century that your orator has 
formed and baked its whole wheat biscuit product in the form and condi- 


pene 





= 





— 








SHREDDED WHEAT CO. V. HUMPHREY CORNELL co., ET AL. 575 


tions above recited and identified, said biscuits have become known for a 
long period of years past to the using and purchasing public by reason 
alone of the particular form, shape and structure of the individual biscuit 
itself as above described; your orator averring that for many years past 
such whole wheat biscuit of your orator has come to have and now has a 
secondary significance and meaning to the purchasing public by reason of 
the facts above set forth, and to thus mean and signify only the product 
and biscuit output of your orator, your orator averring that, when your 
orator’s said biscuit product is separated from your orator’s carton and 
advertising matter, and standing alone without other means of identifica- 
tion, your orator’s said biscuit has come to have the meaning and signifi- 
cance of the product and output only of your orator’s plant.” 


The defenses pleaded at length may be summarized as follows: 


(1) “That the form, size, color and appearance of the biscuits (plain- 
tiff’s and defendants’) involved in this controversy result from, and are es- 
sential to, the economic manufacture of a commercial biscuit from shredded 
whole wheat. * * *” 

(2) “That the defendants’ biscuit is composed of shredded whole 
wheat, the physical characteristics of which are such that the biscuit cannot 
be directly branded or stamped with the name or trade-mark of the maker.” 

(3) “That to inclose the individual biscuits of the defendants in an 
envelope or wrapper would be commercially prohibitive, by reason of the 
increased cost of that procedure.” 

(4) “That the defendants’ biscuit is not labeled or dressed in simula- 
tion of plaintiff's product; but, on the contrary, the dress of the defendants’ 
product is most decidedly individual and distinctive.” 

(5) “That the defendants’ biscuit is a patent-expired product.” 

(6) “That the size, form, shape, color and appearance of plaintiff's 
biscuit were not adopted or selected for the purpose of pointing to the 
origin or ownership of the article, but are the natural characteristics of a 
shredded wheat biscuit, made in full accordance with the patent-expired 


machines.” 

So that the issue to be here determined is this: Are the de- 
fendants guilty, in view of the facts in the case, of unfair competi- 
tion in trade in selling a biscuit of substantially the same size, form, 
color and appearance as that of the plaintiff? 

The bill of complaint, as it was originally filed, named five de- 
fendants—the Ross Food Company, a New York corporation, An- 
drew Ross, Ralph Valentine, the Humphrey Cornell Company, a 
Connecticut corporation and Frederick H. Towne. Of these de- 
fendants, the first three have been dropped on motions challenging 
the jurisdiction of the court, and the action has been continued and 
is now pending against the defendants, the Humphrey Cornell Com- 
pany and Frederick H. Towne, as to both of whom the court has 
retained jurisdiction. Although the defendants named in the bill 
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as originally filed, other than the Humphrey Cornell Company and 
Towne, are not parties to this action, they must, by reason of their 
subsequent participation in the trial with the knowledge of the court 
and of all the parties to the record, as was the case here, be held to 
be privies to any judgment which may be recovered herein, and will 
be fully bound thereby. Souffront v. Compagnie Des Sucreries, 
217 U. S. 475, 486, 80 Sup. Ct. 608, 54 L. Ed. 846; Washington 
Gas Co. v. District of Columbia, 161 U. S. 316, 16 Sup. Ct. 564, 40 
L. Ed. 712. 

The facts as developed by the evidence are as follows: 

The plaintiff is the successor in business of the Cereal Machine 
Company, a Colorado corporation organized in 1893 by Henry D. 
Perky, the founder. of the business. The shredded wheat product, 
so called, of the plaintiff, is now, as it always has been, made from 
whole wheat of the highest grade and quality, and with great skill, 
in the plaintiff's plant in Niagara Falls, N. Y., the sanitary and 
mechanical methods of which, in all of their appointments, are of 
superlative excellence. The product retains the body and substance 
of the whole wheat in final biscuit form, and is at once recognized 
by the configuration of the biscuit from all other forms of food 
products ever before manufactured from wheat or any cereal of 
similar or allied character. 

The whole wheat berry is thoroughly cooked by boiling without 
destroying the berry form, and then all parts of the individual berry 
are swaged and commingled together by passing through grooved 
rollers, from which they are discharged in the form of long, fine 
filaments or threads of porous character having a rough exterior, so 
that they are adapted to and do adhere together when being massed 
to form loaves or biscuits, and the food as discharged from the rolls 
is ready for use without further cooking, or it can be shaped for 
baking in various ways. After it is discharged from the rolls it is 
baked a golden brown, 12 biscuits are packed in a carton, 36 cartons 
in each case, and the product is shipped to the wholesale grocer, 
who in turn sells it to the retail grocer, and he to the ultimate con- 
sumer. 


The plaintiff's product was protected by two patents—one 
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for bread and the method of preparing the same, No. 548,086, 
dated October 15, 1895, and which accordingly expired October 15, 
1912; and the other a design patent, No. 24,688, dated December 
17, 1895, for 14 years, and which accordingly expired December 


17, 1909. 


Since the expiration of these patents, with the exception 


of the defendants and those in privity with them, the plaintiff has 


been the only person using this particular form, shape, color and 


size of shredded wheat biscuit, all of which features have been ap- 


propriated by the plaintiff. 


An enormous trade in these biscuits has been built up and estab- 
lished all over the world by the plaintiff as the result of a long 


campaign covering a period of about 15 years by vigorous and ex- 


pensive advertising. So great has been the advertising expense 
that in 1914 between $800,000 and $1,000,000 was expended. The 
business has steadily and consistently increased from year to year. 


In 1901 the number of individual biscuits produced and sold 


amounted to 175,000,000, and this production constantly increased 
until in 1915 it amounted to approximately 500,000,000 biscuits. 
In other words, the gross business increased from about $1,250,000 
in 1901 to over $4,000,000 in 1915. 


The ultimate consumer, whether in private homes, boarding 


houses, or at hotels and restaurants, only knows the individual bis- 


cuit to which he has become accustomed, and never sees the package 
in which it is offered for sale by the retailer. 


Some six years after the expiration of the design patent, Ross, 
Towne and Valentine, who had been in the employ of the plaintiff 


and were familiar with the manufacturing processes and business 
and advertising and trade policies of the plaintiff, organized the 
Ross Food Company, a New York corporation located at Batavia, 
for the purpose of entering into competition with the plaintiff, al- 
though there was then, and for quite a time previous thereto had 
been, other forms of shredded wheat biscuit, which could be and 
were easily identified from the product of the plaintiff and its pred- 


ecessor. 


Towne, who is a stockholder in, and the New England agent 


for the Ross Food Company, thereupon solicited the Humphrey 





578 SEVEN TRADE-MARK REPORTER 


Cornell Company, a wholesaler and jobber in this district, to dis- 
tribute the product of the Ross Food Company throughout Connecti- 
cut, Rhode Island and parts of New York, which the Humphrey 
Cornell Company undertook to do and did do, and the defendants’ 
product was sold by the Humphrey Cornell Company and Towne 
to the retail trade in the territory named, but in very small quanti- 
ties. 

The visual appearance of the defendants’ product, as it is made 
and served, is exactly like that of the plaintiff in shape, size, color 
and form, all of which were adopted by the plaintiff, not because of 
any inherent or functional advantage or value resulting therefrom, 
but purely as a matter of accident, resulting from the size and shape 
of the rolls of the plaintiff’s machinery from which it was discharged 
ready for use. Indeed, there is an apparent disadvantage in the 
shape and size of the product as made by the plaintiff and copied 
by the defendants, as a circular biscuit would be much more adapt- 
able to a saucer or bowl than is one of oblong form, and a very 
different general appearance would be just as advantageous as the 
defendants’ unless they desired, in copying it exactly, to get away 
the plaintiff's customers. 

Although the carton or package containing the defendants’ 
biscuit is of an entirely different shape and color from that of the 
plaintiff’s carton, there is, nevertheless, printed upon the face of de- 
fendants’ package a picture of a shredded wheat biscuit which is 
an exact reproduction of plaintiff's product, and although the de- 
fendants characterize their product as ‘‘Ross’s Whole Wheat Bis- 
cuit,” they do not in any other way show or attempt to show that 
their product is not that of the plaintiff, and the individual biscuit 
of the defendants, when disassociated from the carton, bears no 
mark, stamp, brand, or tag whereby the individual consumer can be 
informed that it is not the plaintiff's product. The machinery used 
by the Ross Food Company in the manufacture of its product is sub- 
stantially copied from that used by the plaintiff in building up and 
carrying on its trade. Moreover, the plaintiff's product has been 
particularly recognized solely by reason of the form, shape, size 
and color of the individual or unit biscuit, and through the personal 
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efforts of the plaintiff's officers and salesmen the plaintiff's business 
has been so directed and conducted as to definitely fix and impress 
this fact upon the public. 

The vital, and indeed the sole, question of defense is: Have 
the plaintiff's patents taken the case out of the law of unfair com- 
petition, and are the size, shape and color of the plaintiff's product, 
together with the identifying name and dress, open to the public 
upon the expiration of the monopoly granted by these patents? If 
this were a case of a technical trade-mark purely, it would be con- 
trolled by the authority of Singer Mfg. Co. v. June Mfg. Co., 168 
U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118, Centaur Co. v. Heins- 
furter, 84 Fed. 955, 28 C. C. A. 581 and Linoleum Manufacturing 
Co. v. Nairn, 7 Ch. Div. 834. But it is not. It is exclusively a 
case of unfair competition which involves something more than a 
generic name, by which the object has become known to the public, 
and which also involves rights not covered by or included in the 
monopoly of either of the patents relied on. The invention of the 
patent for the bread and its method of manufacture relate exclu- 
sively, as the specification states, to— 

“the production of an article of food or bread, consisting of externally 
rough porous threads or filaments of wheat or similar grain, having the 
outer nutrition bran and gluten of the entire berry visibly mingled with the 
interior starchy portion thereof and adapted by their composition of entire 
grain berries and their rough and porous threadlike or shredlike form to 


constitute, without other shortening or aeration, bread of especially light 
and wholesome character.” 


And it consists— 


“in the novel art or method of preparing the grain or berry and reducing it 
to form without taking from the grain any of the beneficial qualities pro- 
vided by nature and presenting the same in convenient form for service as 
t superior article of food without the aid of experts or skilled labor now 
required to produce palatable bread.” 

Its feature of patentable novelty, wherein it is distinguished 
from the prior art, lies in the fact that the wheat is taken in the 
whole berry form, and, after being cleaned and thoroughly washed, 
is boiled until cooked without destroying the whole or individual 
form of the berry, and the sinuous form and rough or jagged ex- 


terior. shape of the filaments are designed to provide small interstices 
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throughout the mass whereby the bread is thoroughly aerated and 
made very light, and the food is discharged from the rolls ready for 
use without further cooking, or it is shaped for baking in various 
ways, is pure wheat, and the parts of the berry are given to the 
consumer in attractive form, without the chemical change set up 
therein by the use of ferments or other foreign ingredients. More- 
over, the claims of the patents are strictly limited to the features 
recited. Claim 1, which is for the product, is: 


“1. A food or bread composed of superposed or massed layers or 
deposits of dry, externally rough, porous, sinuous threads or filaments, of 
cooked whole wheat containing intermixed the bran, starch and gluten of 
the entire berry, and which is absolutely free from leavening or raising 
materials, or their products.” 


Claim 2, which is for. the process, is: 


“2. The process of reducing cereals for food, consisting first, in cook- 
ing the grain with salt, after it has been thoroughly cleaned, without des- 
troying the whole berry form; second, partially drying the grain with con- 
stant agitation until its interior and exterior portions are of substantially 
the same consistency; and finally, compressing the grain to intimately com- 
mingle the outer or bran coats, gluten layers, and starchy, interior portions 
in the form of porous, rough filaments of threads, substantially as de- 
scribed.” 


It will be seen, from a careful reading of the specification and 
claims of this process patent, that it has nothing to do whatsoever 
with the form or shape or size of the biscuit, and, so far as this 
patent is concerned, it was open to the defendants upon its expira- 
tion, to make and sell a whole wheat biscuit without copying in any 
way the form, shape, size or color of the plaintiff’s biscuit as dis- 
closed in the process patent. 

The design patent, as the specification states— 

“has relation to a certain new and original design for biscuits; and it con- 


sists in the novel form and configuration thereof, as hereinafter described, 
and shown in the accompanying drawings.” 


The specification then goes on to state that: 


“The leading feature of the design consists in a biscuit, which presents 
a fibrous interstitial appearance, showing superimposed layers or irregular 
interlacing threads or filaments, which are wound or disposed in such loose 
relation to each other that the threads or filaments of the inner layers are 
visible from the surface to a greater or less degree through the interstices 
of the outer layers. The general form of the biscuit shown in the drawings, 
when viewed in plan, is that of a parallelogram, and when viewed in end 
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elevation or cross-section is a flattened oval, with slight creases along the 
longitudinal edges; its distinguishing characteristic being mainly, as above 
stated, its fibrous, interstitial appearance.” 

The design patent has nothing to do with the form, shape or 
size of the biscuit, and the distinguishing characteristic of the design 
was “its fibrous, interstitial appearance.” I am therefore impelled 
to the conclusion that neither of these patents, nor, indeed, any of 
the other patents offered in evidence, and which are purely mechan- 
ical take the case out of the law of unfair competition. The fact is 
beyond cavil that the carton and the shape, size and color of the 
plaintiff's product, together with the words “Shredded Wheat’ and 
“Shredded Whole Wheat,’ have been used so long and so exclusively 
by the plaintiff as to designate, with reference to the plaintiff's 
product, in the trade and to the purchasing public, that the carton, 
the words, and the article itself have each and all come to mean that 
the article made or sold as “Shredded Wheat” or “Shredded Whole 
Wheat” is the plaintiff's product. Hence the case falls directly 
within the ruling of Lord Herschell in Reddaway v. Banham 
[1896], L. R. Appeal Cases, 199, of a descriptive word used so— 


“as to induce in purchasers the belief that they are getting the goods of 
the manufacturer who has heretofore employed it as his trade-mark.” 

And if that is the case the law clearly imposes upon the defend- 
ants the burden of being required to use the carton, and the words, 
and the article itself with sufficient distinguishing marks to prevent 
the purchasing public from being deceived into buying the defend- 
ants’ product as and for the plaintiff's product. 

There is nothing in the Singer case, or in any of the other 
authorities, which is in any way inconsistent with this conclusion. 
In the Singer case, where the right of the defendant to use the name 
“Singer” ir relation to sewing machines was established, it was 
coupled with the restriction that in so doing it must be made clearly 
and unmistakably to appear that the machines were manufactured 
by others than the complainants. Although the right to manufac- 
ture Singer sewing machines had become public property by the ex- 
piration of the patents, nevertheless the right of the original manu- 
facturers to be protected from fraudulent imitation of the indicia by 
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which Singer machines made at their establishment had been known 
to the trade was upheld, without regard to the fact whether these 
devices had been adopted during the life of the patent or after its 
expiration. Mr. Justice White, in delivering the opinion of the 
court in Singer Mfg. Co. v. June, 163 U. S. 169, 16 Sup. Ct. 1002, 
1013, 41 L. Ed. 118, quotes with approval from Pouillet, Brevets 
d’Invention, Nos. 327, 328, as follows: 

“The expiration of a patent has for its natural effect to permit every 
one to make and sell the object patented; and it has also for effect to 
authorize every one to sell it by the designation given it by the inventor, 
but upon the condition in every case not, in so doing, to carry on unfair 
competition in business (concurrence deloyale) against him. * * *” 

And the closing paragraph of his opinion in Singer Mfg. Co. 
v. Bent, 163 U. S. 206, 16 Sup. Ct. 1016, 41 L. Ed. 131, is as fol- 
lows: 

“There is no doubt that the marks were imitations of those used by the 
Singer Company, and were intended to deceive, and were made only seem- 
ingly different to afford a plausible pretext for asserting that they were 
not illegal imitations, although they were so closely imitative as to deceive 
the public. The defendant, therefore, must be treated as if he had actually 
used the Singer marks. So treating him, however, we should be obliged to 
allow the use of the name ‘Singer,’ since that name, as we have already held 
in the case just decided, fell into the domain of things public, subject to 
the condition on the one who used it to make an honest disclosure of the 
source of manufacture.” 

In Centaur Co. v. Killenberger (C. C.) 87 Fed. 725, it was 
held, notwithstanding the rule laid down in the Singer cases, that 
distinctive labels long used on patented articles do not become free 
to the public on the expiration of the patent, and that, where plain- 
tiff’s package and label is not exactly imitated by defendant, but 
is made so nearly like it in general appearance that one is apt to be 
mistaken for the other by intending purchasers, and that a close in- 
spection is necessary to distinguish them, the use of the label by the 
defendant, or of one substantially similar thereto, will be enjoined. 
To the same effect is Centaur Co. v. Neathery, 91 Fed. 891, 34 
C. C. A. 118, in which it was held that, while the right to manufac- 
ture “Castoria” according to a patented process or formula, and the 
right to sell the manufactured article under the name ‘‘Castoria,” is 
free to the world since the expiration of the patent, yet, in placing 
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it upon the market, the new manufacturer must clearly identify his 
goods, and not engage in unfair competition, nor do anything which 
will tend to deceive the public, and induce it to purchase his goods 
under the belief that they are those it has been accustomed to pur- 
chase under the same name. 

This view of the law, and particularly in its aspect pertinent to 
the case at bar, is admirably stated in G. & C. Merriam Co. v. Saal- 
field, 198 Fed. 869, 117 C. C. A. 245 [2 T. M. Rep. 443], by the 
Circuit Court of Appeals for the Sixth Circuit. It was there dis- 
tinctly held that, on the expiration of a patent or copyright, the 
situation arising with respect to the use by others of the name of 
the patented article or copyrighted book cannot be differentiated 
from that arising with respect to the use of any other descriptive 
word, and that, while any subsequent maker of the article or pub- 
lisher of the book has the right to use the name, because it has come 
to be a word of apt description, if, by reason of its long and ex- 
clusive use by the original maker or purchaser, it has come to be in- 
dicative of his product, and he continues its use, he is entitled to 
protection against unfair competition in such use, and the right 
of another to use it is qualified by the requirement that he must 
accompany it with an explanation which will unmistakably inform 
the public that the article or book is of his production. 

In the same case—Merriam v. Saalfield—which again came be- 
fore the Circuit Court of Appeals on appeal from decrees entered 
in purported compliance with the mandate contained in 198 Fed. 
369, 117 C. C. A. 245, the court reiterated its views in an opinion 
handed down January 13, 1917, and found in 238 Fed. 1, on page 8 
[7 T. M. Rep. 110], — C. C. A. —, and said: 


“It is not of controlling importance to the true application of the 
secondary meaning theory that the public should appreciate the personal 
indentity of the manufacturer. The deception involved in every such case, 
as in a trade-mark case, is said to be a deception as to the origin of the 
goods; but this is a formula for expressing the ultimate result. With 
reference to articles which have trade-names, it is the article itself and its 
good qualities, which the public appreciates and which cause it to desire to 
get the genuine article, made by the manufacturer who has established its 
reputation, rather than something made by some one else. Particularly 
under present-day conditions, the purchasing public may have a fixed pur- 
pose to buy a given article, and not a substitute therefor, and yet be quite 
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ignorant whether the genuine article is made by one or another manu- 
facturer. Even under earlier conditions, the purchaser of ‘Stone Ale,’ or 
‘Camel’s Hair Belting,’ or ‘Glenfield Starch,’ very likely knew as little a 
he cared about the personal identity of the maker.” 

In Jenkins Bros. v. Kelly & Jones Co., 227 Fed. 211, 142 
C.C. A. 11 [6 T. M. Rep. 53], a case of unfair competition arising 
after the expiration of patents on the plaintiff's goods, it was held 
that courts do not. decide misleading markings on manufactured 
goods, the patent on which has expired, by the caveat emptor rule 
of buyer and seller, but on the theory that a buyer who has become 
accustomed to a particular article is entitled to be unmistakably in- 
formed that a person other than the former maker is manufactur- 
ing the same, and that the rights of rival makers are not the only 
thing to be considered. Judge Buffington, delivering the opinion of 
the court, said (227 Fed. on page 213, 142 C. C. A. on page 13): 


“From this it will be seen that the sum and substance of the marking 
is not the mere literal, physical stamping, printing, or engraving of the 
maker’s name on an article which in the public mind is associated with an- 
other’s business, but the name must be accompanied with such indications 
that the thing manufactured is the work of the one making it as will ‘un- 
mistakably inform the public of that fact.” 

I am convinced that the plaintiff is entitled to an injunction, 
and the only question is as to the extent to which it shall go. In 
view of the circumstances of the case, taken in connection with the 
settled practice obtaining in this circuit, the terms of the injunction 
will be settled before its issuance, and in order to avoid any further 
argument on this question, the terms of the injunction order, to- 
gether with the reasons for the same, are set forth at length. 

First. The purpose to be effected by an injunction in cases of 
unfair competition is not primarily to protect the purchaser, but to 
secure to the manufacturer the profit to be derived from the sales of 
his goods to all who may desire and intend to purchase them. It is 
the liability to injury and an actual infringement which the remedy 
may be invoked to prevent. Williams v. Brooks, 50 Conn. 278, 279, 
47 Am. Rep. 642; T. A. Vulcan v. Myers, 189 N. Y. 364, 34 N. E. 
904; N. K. Fairbank Co. v. Luckel, King & Cake Soap Co., 102 
Fed. 327, 42 C. C. A. 376. 


Second. The plaintiff is entitled to an injunction restraining 
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the use of the pictorial representation of the plaintiff's biscuit on 
the defendants’ carton. While it is true that, upon an examination 
and comparison of the two cartons, side by side, substantial differ- 
ences will be found, the outstanding fact is that the defendants have 
placed upon their cartons a pictorial representation of a shredded 
wheat biscuit, which is an exact copy of plaintiff's biscuit, so that 
one is apt to be mistaken for the other, in which case a careful 
inspection is necessary to distinguish them, unless there are marked 
thereon words which clearly specify that the product contained 
therein is the product of the defendants or other manufacturer, and 
not the product of the plaintiff. Even the good faith of the defend- 
ant, if it existed, and I do not believe it did, would be immaterial, 
and the fact that careful buyers may not be deceived is of no conse- 
quence, as such fact would only show that the injury is less, not 
that there is no injury. Another class of purchasers may be de- 
ceived, and, if they may be, the plaintiff is entitled to an injunction. 
Collinsplatt v. Finlayson (C. C.) 88 Fed. 693; Meriden Britannia 
Co. v. Parker, 89 Conn. 450, 12 Am. Rep. 401; International Silver 
Co. v. Rogers Corpn., 67 N. J. Eq. 646, 650, 60 Atl. 187, 110 Am. 
St. Rep. 506, 3 Ann. Cas. 804; Reading Stove Works v. 8. M. 
Howes Co., 201 Mass. 487, 87 N. E. 751, 21 L. R. A. (N. S.) 979; 
Lever v. Goodwin, L. R. 386 Ch. Div. 1; Sazrlehner v. Eisner & 
Mendelson Co., 179 U. S. 19, 41, 21 Sup. Ct. 7, 45 L. Ed. 60; New 
England Awl & Needle Co. v. Marlborough Awl & Needle Co., 168 
Mass. 154, 46 N. E. 386, 60 Am. St. Rep. 377. The case is one 
where no amount of diligence on the part of the plaintiff can or 
would guard against the injury. Meriden Britannia Co. v. Parker, 
supra. 

As was said by Mr. Justice Bradley in Celluloid Mfg. Co. v. 
Cellonite Mfg. Co. (C. C.) 32 Fed. 94, 97: 


“Similarity, not identity, is the usual recourse, when one party seeks to 
benefit himself by the good name of another.” 


The controlling principle is well stated by Lord O’Hagan in 
Singer v. Wilson, 3 L. R. Appeal Cases, 376, in the following words: 


“I think we should be cautious in holding that, although a person of 
intelligence and observant habits might, in a case like this, by exercising 
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reasonable vigilance, escape misleading, there should be no restrictive inter- 
ference to prevent others from being misled. It is a question of degree, 
of more or less; there can be no rigid rule, and the special facts must be 
considered in every case. There are multitudes who are ignorant and un- 
wary, and they should be regarded in considering the interest of traders 
who may be injured by their mistakes. If one man will use a name, the 
use of which has been validly appropriated by another, he ought to use it 
under such circumstances and with such sufficient precautions that the rea- 
sonable probability of error should be avoided, notwithstanding the want of 
care and caution which is so commonly exhibited in the course of human 


affairs.” 
Judge Lacombe, speaking for the Circuit Court of Appeals for 
this circuit in Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 
Fed. 240, 241, 65 C. C. A. 587, 588, said: 

“A court of equity will not allow a man to palm off his goods as those 
of another, whether his misrepresentations are made by word of mouth, or, 


more subtly, by simulating the collocation of details of appearance by 
which the consuming public has come to recognize the product of his com- 


petitor.” 

The test in all cases of this kind is: Has the ensemble come 
to be a public guaranty of origin and quality? Enoch Morgan’s 
Sons Co. v. Ward, 152 Fed. 690, 81 C. C. A. 616, 12 L. R. A. 
(N. S.) 729. 

Third. The plaintiff is entitled to an injunction restraining 
the use by the defendants of the words “Shredded Wheat’ and 
“Shredded Whole Wheat,” unless the defendants mark their pack- 
ages and product so as to clearly and unmistakably specify that the 
same is the product of the defendant or other manufacturer, and not 
the product of the plaintiff. 

In view of all the circumstances of the case as set forth in the 
proofs, it seems reasonably clear that the words “Shredded Wheat” 
and “Shredded Whole Wheat,” although in a way abstract in char- 
acter, have become associated with the goods of the plaintiff in par- 
ticular, and have come to mean the plaintiff’s goods alone. While it 
may be conceded that they could not be adopted as a technical trade- 
mark, because descriptive, nevertheless they necessarily and nat- 
urally point to the source or origin of the product, and indicate an 
identity between the plaintiff and the names in question. The rule 
on this subject was forcibly stated by Lord Herschell in Reddaway 
v. Benham, supra, 210, in the following words: 
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“The name of a person, or words forming part of the common stock of 
language, may become so far associated with the goods of a particular 
maker that it is capable of proof that the use of them by themselves with- 
out explanation or qualification by another manufacturer would deceive a 
purchaser into the belief that he was getting the goods of A when he was 
really getting the goods of B.” 

The natural presumption is that the defendants expect to de- 
rive benefit from the name, and to secure buyers from among those 
who had bought and used the plaintiff's product, and it may be 
justly assumed that the defendants by the use of these words intend 
to mislead, and not in good faith to convey information, and this as- 
sumption, carried to its logical conclusion, means that the defend- 
ants’ acts are likely to accomplish what the defendants intended 
they should. Wotherspoon v. Currie, L. R. 5 House of Lords, 508; 
Keller v. Goodrich Co., 117 Ind. 556, 19 N. E. 196, 10 Am. St. Rep. 
88; R. Heinisch’s Sons Co. v. Boker (C. C.) 86 Fed. 765. This rule 
has been generally adopted by the American courts. Herring-Hall 
Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 28 Sup. Ct. 350, 
52 L. Ed. 616; Standard Varnish Works v. Fisher, Thorsen & Co. 
(C. C.) 1538 Fed. 928; Cady v. Schultz, 19 R. I. 193, 32 Atl. 915, 
29 L. R. A. 524, 61 Am. St. Rep. 763; Hansen v. Siegel-Cooper Co. 
(C. C.) 106 Fed. 691; American Waltham Watch Co. v. U. S. 
Watch Co., 173 Mass. 85, 53 N. E. 141, 43 L. R. A. 826, 73 Am. 
St. Rep. 268. And the question in all of these cases is not whether 
the plaintiff has a property in the words or name, but whether or 
not the defendants have sought to prevail on purchasers to buy their 
goods believing they were getting the goods made by the plaintiff; 
and if the plaintiff can prove that the term in question has, in addi- 
tion to its usual meaning descriptive of the kind of goods made by 
the plaintiff, the further meaning that such goods are the particular 
goods made by the plaintiff, and that the public understands this 
to refer only to goods made by the plaintiff, and that the defendant 
has used the name in order to attract to himself that custom which, 
without the improper use of such names, would have flowed to the 
plaintiff, the plaintiff is then entitled to an injunction. Van Horn 
v. Coogan, 52 N. J. Eq. 380, 28 Atl. 788. 

As pointed out in Merriam v. Saalfield, supra, there is nothing 
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abstruse or complicated about this theory, although its application 


may sometimes be difficult. Judge Denison said (198 Fed. page 
373, 117 C. C. A. page 249): 


“It contemplates that a word or phrase originally, and in that sense 
primarily, incapable of exclusive appropriation with reference to an article 
on the market, because geographically or otherwise descriptive, might 
nevertheless have been used so long and so exclusively by one producer with 
reference to his article that, in that trade and to that branch of the pur- 
chasing public, the word or phrase had come to mean that the article was 
his product; in other words, had come to be, to them, his trade-mark. So 
it was said that the word had come to have a secondary meaning, although 
this phrase, ‘secondary meaning,’ seems not happily chosen, because, in the 
limited field, this new meaning is primary rather than secondary; that is to 
say, it is, in that field, the natural meaning. Here, then, is presented a 
conflict of right. The alleged trespassing defendant has the right to use 
the word, because in its primary sense or original sense the word is descrip- 
tive; but owing to the fact that the word has come to mean, to a part of 
the public, something else, it follows that when the defendant approaches 
that same part of the public with the bare word, and with nothing else, 
applied to his goods, he deceives that part of the public, and hence he is 
required to accompany his use of the bare word with sufficient distinguish- 
ing marks normally to prevent the otherwise normally resulting fraud.” 


In Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 
on page 673, 21 Sup. Ct. 270, on page 274 (45 L. Ed. 365), Chief 
Justice Fuller, in writing the opinion of the Supreme Court, said: 


“But it is contended that the name ‘Elgin’ had acquired a secondary 
signification in connection with its use by appellant, and should not, for 
that reason, be considered or treated as merely a geographical name. It 
is undoubtedly true that where such a secondary signification has been ac- 
quired, its use in that sense will be protected by restraining the use of the 
word by others in such a way as to amount to a fraud on the public, and 
on those to whose employment of it the special meaning has become at- 
tached. In other words, the manufacturer of particular goods is entitled 
to the reputation they have acquired, and the public is entitled to the means 
of distinguishing between those, and other goods; and protection is ac- 
corded against unfair dealing, whether there be a technical trade-mark 


or not.” 

Then follows a succinct statement of the rule applicable in 
eases of unfair competition which is particularly pertinent here. 
The Chief Justice said: 


“The essence of the wrong consists in the sale of the goods of one 
manufacturer or vendor for those of another.” 


Fourth. As the defendants’ product has been copied in its 
entirety from that made by the plaintiff, the plaintiff is entitled to 
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in injunction restraining and enjoining the defendants from manu- 
facturing or selling whole wheat biscuit in the form, shape, size 
and color of the plaintiff’s biscuit, or in any imitation thereof, un- 
less there is marked on each biscuit words which clearly and un- 
mistakably specify that the same is the product of the defendants, 
or other manufacturer or vendor, and is not the product of the 
plaintiff. 

The evidence shows cases of actual deception, as well as a lia- 
bility to such deception, and it also shows a particular kind of 
product attaching to the personality of the maker. George G. Fox 
Co. v. Glynn, 191 Mass. 344, 78 N. E. 89,9 L. R. A. (N.S.) 1096, 
114 Am. St. Rep. 619, and George G. For Co. v. Hathaway, 199 
Mass. 99, 85 N. E. 417, 24 L. R. A. (N. S.) 400, are much in point. 
In these cases the plaintiff was the first to manufacture a particular 
kind of bread, using in it milk and malt, and applying to it, as a 
trade-name, the word “Creamalt.”” The bread was made in an oval 
loaf, unusual in shape and size, and having a peculiar broken and 
glazed surface, so as to produce an odd visual appearance. This 
combination of external characteristics was neither economical nor 
necessary, and nothing similar was in use by defendants. The de- 
fendants then began to make similar bread, calling it “Crown Malt,” 
and imitating the size and form of the loaf, and then also, with 
a slight difference, the peculiar appearance of the surface, and a 
label resembling that used by the plaintiff was attached to the loaf. 
A band was put around the loaf by both plaintiff and defendant, 
the former calling his product ‘‘Fox’s Creamalt,” and the latter nam- 
ing his “Hathaway’s Log Cabin Bread.” This band was easily re- 
movable by retail dealers. It also clearly appeared that the de- 
fendant’s legitimate business could be conducted properly without 
giving its wares this distinctive misleading appearance. It was 
held in the Glynn case that the plaintiff was entitled to an injunc- 
tion for the reason that in a suit in equity by one wholesale dealer 
against another to restrain unfair competition and trade, consisting 
of an imitation of the plaintiff’s trade-name and of the appearance 
of his goods, it is no defense that the defendant does not mislead, 
or intend to mislead, the retail dealers to whom he sells, if he know- 
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ingly places in the hands of the retail dealers an instrument of fraud 
with which they may deceive the public. In delivering the opinion 
of the court, Chief Justice Knowlton (191 Mass. 349, 350, 78 N. E. 
89,91 [9 L. R. A. (N. S.) 1096, 114 Am. St. Rep. 619]) said: 

“But goods often come to be known as of a particular manufacture, 
and acquire a valuable reputation, by means of a designation that could 
not be made the subject of a trade-mark, because others may have occa- 
sion to make some use of the words or marks chosen. It is important to 
every one who has acquired a valuable good-will in his business in that way, 
to have it protected, as his other property is protected. Jt is also im- 
portant to the public to be able to recognize articles of manufacture as 
produced by a known and trustworthy maker, through the appearance by 
which they have come to be known.” 

In the Hathaway case the facts relied upon by the plaintiff to 
prove its case were substantially as they were stated in the Glynn 
case, although it was claimed by the defendants that their loaf was 
without the label, and was therefore easily distinguished from the 
plaintiff’s loaf, inasmuch as the two loaves were conspicuously dis- 
tinguished by their labels. A small label bearing the name 
“Creamalt” was pasted upon the plaintiff’s loaf and a broad paper 
band bearing the names “Hathaway’s Log Cabin Bread, Malted,’ 
encircled the defendant’s loaf. It was held that the principles 
which were stated in the Glynn case were applicable, and that the 
use by the plaintiff of the combination of the size, shape, color and 
conditions of the surface to produce a general visual appearance for 
its loaf of bread made in part of malt and milk, gave it substantial 
rights, particularly as there were no intrinsic advantages in the com- 
bination which produced this general visual appearance, and that a 
very different general appearance would be just as advantageous to 
the defendants, unless they wished, by deceit, to get away the plain- 
tiff's customers. In the opinion (199 Mass. page 102, 85 N. E. 
page 418 [24 L. R. A. (N. S.) 400]) the court said: 


“The plaintiff had no exclusive right in any one of the features of the 
combination, and if the defendants had acquired the use of this combina- 
tion for the successful prosecution of their business, they would have had a 
right to use it, by taking such precautions as would prevent deception of 
the public and interference with the plaintiff's good-will. But the evi- 
dence shows that the defendants had no occasion to use this combination, 
and therefore they were not justified in producing an imitation of the 
plaintiff's loaves, the natural effect of which would be to deprive it of a 
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part of its trade through deception of the public. There are numberless 
shapes and sizes in which loaves of bread may be produced, and various 
peculiarities of appearance in color and condition of surface. These that 
the defendants adopted had been combined to distinguish the plaintiff's 
Creamalt bread, and it was the duty of other manufacturers to recognize 
this fact. Not, indeed, to the abandonment of their right to do what was 
reasonably necessary to success in the management of their own business; 
but to the extent of so conducting their business as not unreasonably and 
unnecessarily to interfere with the plaintiff’s business through deception 
of the public.” 

If the shape and form of the plaintiff’s product, and which the 
defendants have copied, were purely functional (that is, if they had 
certain elements of value for use and sale, which were peculiar to 
that form), a different question would be presented; but no such 
condition or features attach to the plaintiff's or defendants’ product, 
and, as has been pointed out, the form of the biscuit made by the 
plaintiff was, at the outset, a matter of accident, and, indeed, a much 
more convenient form could have been chosen. 

The vital question here—as in all cases of like kind—is not 
whether dealers are liable to be deceived in buying from the manu- 
facturer or wholesaler, but whether the user is liable to be misled 
in buying from the retailer. This distinction is well borne out and 
sustained by the Circuit Court of Appeals for this circuit in Enter- 
prise Mfg. Co. v. Landers, Frary & Clark, supra; Yale & Towne 
Mfg. Co. v. Alder, 154 Fed. 37, 83 C. C. A. 149; Rushmore v. 
Manhattan Screw & Stamping Works, 163 Fed. 939, 90 C. C. A. 
299,19 L. R. A. (N. S.) 269; Rushmore v. Badger Brass Mfg. Co., 
198 Fed. 879, 117 C. C. A. 255 [2 T. M. Rep. 489]; Rushmore v. 
Saxon, 170 Fed. 1021, 95 C. C. A. 671; and by Mr. Justice Bradley 
in Putnam Nail Co. v. Bennett (C. C.) 43 Fed. 800, in an opinion 
which is quoted from with favor by the Supreme Court in Lawrence 
Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 537, 549, 11 Sup. Ct. 
396, 34 L. Ed. 997. Another well-considered and instructive case 
sustaining this view is Banzhaf v. Chase, 150 Cal. 180, 88 Pac. 704. 

The evidence shows sales by the Humphrey Cornell Company 
of a very small amount of the deferdants’ product, on which the 
profits were negligible. Although the plaintiff would be entitled to an 
accounting to recover, not only the amount equivalent to defendants’ 
profits, but also any losses to its own business resulting from the 
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unfair competition, if such loses could be shown, I am inclined to 
the view that the profits and damages together will be too small to 
justify the expense of taking an account, and upon the authority of 
Sazlehner v. Eisner & Mendelson Co. (C. C.) 88 Fed. 61, and 
National Distilling Liquor Co. v. Century Liquor & Cigar Co., 183 
Fed. 206, 105 C. C. A. 638, there will be no reference to a master. 

After oral arguments and submission of briefs, counsel for de- 
fendants further cite Miller Rubber Co. v. Albert Behrend et al., 
242 Fed. 515 [7 T. M. Rep. 99], decided by the Circuit Court ot 
Appeals for the Second Circuit in February, 1917, and reported in 
the New York Law Journal under date of March 10, 1917, and 
Diamond Expansion Bolt Co. v. U. 8. Expansion Bolt Co., 164 N. Y. 
Supp. 433 [7 T. M. Rep. 261], decided by the Appellate Division 
of the Supreme Court of the state of New York, reported in the 
New York Law Journal under date of April 23, 1917; but the 
cases cited are in no way inconsistent or in conflict with the con- 
clusions herein reached. 

Let an injunction issue in accordance with the views herein ex- 
pressed. Decree accordingly, together with costs. 


In rE Packarp Motor Car CoMPANY 


(243 O. G. 1811) 


District of Columbia Court of Appeals 
June 11, 1917 


Trape-MarKks—SIGNIFICANCE TO A PurcHaser—“T'win-Srx” Descriptive. 
The question of the descriptiveness of a mark must be considered 
in the light of its significance to the purchaser. “Twin-Six” as applied 
to motor-vehicles held to be descriptive and not registrable as a trade- 
mark. 


John M. Coit, for the appellant. 
Wm. R. Ballard, for the Commissioner of Patents. 


Covineton, J.: This is an appeal of the Packard Motor Car 
Company from the decision of the commissioner of patents refus- 
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ing to register the words ““Twin-Six” as a trade-mark for motor- 
vehicles propelled by gasolene-motors. The decision of the com- 
missioner was in affirmance of the decision of the examiner of 
trade-marks and designs, refusing registration. 

Section 5 of the Trade-Mark Act provides that no mark con- 
sisting merely of words— 


“which are descriptive of the goods with which they are used, or of the 
character or quality of such goods”— 
shall be registered under the terms of the act, and the only question 
before the court on this appeal is whether the words “Twin-Six” 
as applied to motor-vehicles driven by gasolene-engines are descrip- 
tive of the character or quality of such motor-vehicles. The con- 
tention of the appellant is that the words “Twin-Six” made into a 
compound word and applied to a motor-vehicle do not indicate defi- 
nitely any character, and do not describe definitely any quality, of 
such motor-vehicle, but that the words constitute merely a catchy 
phrase to identify the particular make of cars of the appellant. And 
much stress is laid in the appellant’s brief on the fact that numerals, 
when applied to motor-vehicles in referring to them, are used for 
such a variety of purposes as to have no definite meaning. 
Whatever may be the lack of definite and descriptive meaning 
in numerals generally when applied to motor-vehicles it is not at all 
necessary in this case to consider. The description of a motor- 
vehicle by any one of the particular numbers “four,” “six” or 
“eight” is very definitely understood in the automobile trade. It is 
understood by both dealers and purchasers that such numbers al- 
ways describe the number of cylinders present in the gasolene- 
motor of the motor-vehicle. One just as certainly knows that a 
Cadillac “eight” is a Cadillac motor-vehicle with a motor of eight 
cylinders as one knows that a description of a Cadillac as a red 
Cadillac is intended to convey the idea of a Cadillac painted red. 
The words “eight” and “red” are equally descriptive and no one 
would think of attempting to register either of them as a trade-mark. 
The word “six” when applied to a motor-vehicle as a matter of 
common knowledge, therefore, means a motor-vehicle with a gaso- 
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lene-motor of six cylinders. Consequently, no one would contend 
that the single “six’’ could be trade-marked so that the Packard 
Motor Car Company, the appellant, could have the exclusive use of 
the word in the motor-vehicle trade and describe its car as the Pack- 
ard ‘six,’ thereby preventing any other manufacturer of a six- 
cylinder motor-vehicle from using the ordinary descriptive word 
“six” in order to indicate to the trade the fact that his motor-vehicle 
was operated with a gasolene-motor containing six cylinders. 

The word “twin” has also a definite and clear meaning in the 
English language. It indicates two, or a pair of similar things or 
persons. Therefore, when one speaks of a motor-vehicle as a “twin- 
six” the words are generally understood as describing a motor- 
vehicle in which the gasolene-motor contains two series of cylinders 
of six cylinders each. 

The examiner of trade-marks and designs, in his statement 
refusing registration of the compound word “Twin-Six” in this 
case, accurately states the significance of ““Twin-Six” as a descrip- 
tive term. He says: 

The term “twin” has long been used as a technical term in the field of 
motive power. The dictionaries, periodicals relating to mechanics, and 
works relating to motive power disclose such terms as “twin engine,” “twin 
cylinder,” “twin screw,” “twin valve.” The significance of the term in this 
field is well understood. “Twin” is defined in the Century Dictionary as 
two, a pair, a couple, and when applied to mechanics it is understood to 
denote two similar mechanisms, intimately united or related in action, and 
usually symmetrically arranged with respect to each other. * * * The 
question of the descriptiveness of a mark must be considered in the light 
of its significance to the purchaser, and it is the opinion of the examiner 
that when a customer purchases a “twin-six” automobile, he expects to get 
one with twelve cylinders placed in two groups of six each, and that if he 
were to receive a car containing less than twelve cylinders he would feel 


that he had been deceived. This is considered to be the acid test as to the 
descriptiveness of the term. 


The decision will be affirmed and this decision certified to the 
commissioner of patents. 


Affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Newton, C.: The name “Proxie” as a trade-mark for a non- 
alcoholic, carbonated beverage, made from malt and sold as a soft 
drink, conflicts with the trade-mark “Moxie” for a nonalcoholic 
beverage, although the goods are somewhat dissimilar in character. 
The fact that “Proxie” is a beverage approximating beer and that 
the name is intended to indicate its character as a substitute for 
beer, does not lessen the likelihood of conflict, since both are soft 
drinks, both sold to the same trade and by the same dealers, and the 
testimony shows that both have a bitter taste and are somewhat alike 
in appearance. The fact that “Proxie” is made from malt, while 
“Moxie” is not, would be unknown to the ordinary consumer. (In 
re Independent Breweries Company, 182 O. G. 251 [2 T. M. Rep. 
423]).? 

Cray, A. C.: A trade-mark for citrus fruit, consisting of a 
picture of a woman in Puritan garb sitting at a spinning wheel, and 
the words “Spinning Wheel,” all in a circle, does not conflict with 
a mark made up of the word “Priscilla” and a picture of Priscilla 
sitting at a spinning wheel, used on marmalades, groceries, foods, 
ete., but not on raw fruit. The opposer cannot monopolize all 
pictures of Puritan maids. Its goods will be known as “Priscilla 
Brand” and the applicant’s as “Spinning Wheel Brand’. The 
goods are also quite different and dealers in fresh fruit seldom can 
or preserve them; moreover, preserved or canned fruit, such as is 
sold by the opposer, is not “fruit”. The opposition is dismissed, 
but on condition that the applicant amend its goods to specify fresh 
citrus fruit.? 

Cray, A.C.: “Klingtite” as a trade-mark for a joint packing 
material, conflicts with ‘“‘Klingerit’’ for the same goods and is de- 
scriptive.® 


* Moxie Co. v. Wacker & Birk Brewing & Malting Co., 124 Ms. Dec. 
295, October 13, 1917. 


*Abraham & Straus v. Bradentown Citrus Growers Association, 123 
Ms. Dec. 232, June 29, 1917. 
* Ex parte, Mary E. Healy, 123 Ms. Dec. 308, July 11, 1917. 
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Cray, A. C.: An application to register a trade-mark for a 
soap mixture, consisting of the word “avZon” surrounded by the out- 
line of a shield, was rejected because of the prior registration of 
“Kavon” and another Z-shaped open frame, with the word “Hoods” 
thereon. 

Held, that there is no conflict when the mark is taken as a 
whole. Applicant’s mark might be pronounced “‘avzon”’ as well as 
“Zavon’’, and the accompanying features of the mark prevent con- 
fusion of the Z-shaped designs.’ 

Cray, A. C.: An opposition to the registration of the words 
“On Everybody’s Tongue’, for candy, sweetmeats and comfits, by 
the owner of the trade-mark “Everybody’s” for candy, is sustained, 
as the marks would cause confusion and it is a question whether 
the applicant’s mark is a trade-mark or only an advertising phrase.’ 

Cray, A. C.: The word “U-Lavo” as a trade-mark for shav- 
ing cream is not in conflict with the word “Lava” for soap in cake 
form, and is registrable, the goods also being dissimilar.* 

Ewina, C.: In an opposition to register the word “Koke”’ as a 
trade-mark for beverages, it was held by the United States District 
Court of Arizona, September 6, 1916, now on appeal, and by the 
United States District Court, for the Eastern District of Louisiana, 
May, 24, 1917, that the word ‘“Koke” is a popular abbreviation of 
the trade-mark “Coca-Cola’’, adopted and used to appropriate op- 
poser’s trade. It makes no difference whether ‘“‘Koke”’ is an ab- 
breviation of “Coca-Cola”, or a slang name for a class of syrups 
containing caffeine. In any event, the word fails to distinguish 
the applicant’s product and the opposition is sustained.‘ 

Cuiay, A. C.: An application to register the words ‘‘Garden 
Bouquet” for toilet preparations, including perfumes, was opposed, 
on the alleged prior use of the name “Mary Garden” and portrait, 
for perfumes. The opposition was rightly dismissed for lack of 


* Ex parte, Savon Chemical Co., 123 Ms. Dec. 310, July 11, 1917. 

* Tacoma Biscuit & Candy Co. v. Mint Products Co., 123 Ms. Dec. 323, 
July 23, 1917. 

*Ex parte, George H. Schafer Company, 123 Ms. Dec. 369, August 7, 
1917. 

* Coca-Cola Co. v. Koke Co., 123 Ms, Dec. 416, August 14, 1917. 
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conflict, as anybody familiar with the one mark, on seeing the other, 
would be struck by the difference in meaning, rather than be misled 
by the similarity of sound.* 

Cray, A. C.: The mark “B-4-7” for alarm clocks does not con- 
flict with the mark “B-4-U”’ for automobile clocks. The latter mark 
would mean nothing without the “U”, nor would it have any aptness 
as applied to an alarm clock. On the other hand, the applicant’s 
mark would be equally pointless without the “7”, or if applied to an 
automobile clock. There is no similarity in sound or sense between 
the marks and neither is applicable to the other goods.” 

Newton, C.: An application to register the name “Simplex” 
for non-refillable bottle stoppers was opposed by the Simplex 
Electric Heating Co. and the opposition sustained. (Simplex Elec- 
tric Heating Co. v. Ramey Co., April 23, 1917 [7 T. M. Rep. 266].) 
The decision cited does not mean that, in order to establish a right 
to oppose, the goods must be so similar as to belong to the same 
general class. The decision of the examiner follows the decision 
of the Court of Appeals of the District of Columbia and must be 
affirmed.® 

Newton, C.: An application to register the name “Ramer” 
for candy under the ten-year clause was opposed by Reymer Bros., 
who claimed that it would conflict with the name “Remyer” used 
by them since 1883 for like goods. As the record shows no use of 
the name “Ramer”, except in the combination “A. M. Ramer Co.” 
and the mark applied for has not been used by the applicant, regis- 
tration is properly refused and the opposition sustained.* 

Cray, A. C.: A mark for illuminating and lubricating oils and 
greases, consisting of the representation of an eagle in a wreath on 
a pedestal, the name “Empire” upon the pedestal and a diamond 
figure enclosing the whole, does not conflict with other marks for 
the same goods, which have in common with it only the representa- 


*Henri Rigaud vy. American Drug & Press Association, 123 Ms. Dec. 
436, August 16, 1917. 

* Ex parte, Nelson H. Brown, 124 Ms. Dec. 159, September 24, 1917. 

* Simplex Electric Heating Co. v. Simplex Protective Stopper Co., 124 
Ms. Dec. 196, September 27, 1917. 


*Reymer Bros. v. Ramer Company, 124 Ms. Dec. 143, September 21, 
1917. 
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tion of an eagle. The picture of an eagle is a common mark for 
oils and the other features combined therewith differentiate the 
mark from previous registrations.* 

Cray, A. C.: The word “Sno-Kist’, with a landscape includ- 
ing a mountain covered with snow, as a trade-mark for apples, con- 
flicts with the prior registration of a trade-mark consisting of the 
words “Snow Cap” and the picture of a mountain.’ 

Newton, C.: Application to register the name “T a k a-Kola’”’ 
for a beverage was at first refused because it was held to be descrip- 
tive, being equivalent to the words “Take a Kola”. It was then 
amended by canceling from the drawing and disclaiming the word 
“Kola’’, but since the labels show that the mark is used with the 
word upon the labels, the refusal to dismiss the notice of opposition 
filed by the Coca-Cola Co., was correct, for, if the mark was regis- 
tered as applied for, the registrant could still print upon the labels 
the words “Reg. U. S. Pat. Off.’* 

Cray, A. C.: The word “Purity’’, as applied to writing paper, 
suggests nothing as to the characteristics of the paper and is not 
descriptive any more than the word “Puritan”, as applied thereto, 
would be.* 

Cray, A. C.: A trade-mark for coffee, consisting of the words 
“Swiss Cottage’, is likely to be confused with other registered 
marks for the same goods, consisting the one of the words “Cottage 
Brand” and the other of the word ‘Cottage’ and the picture of a 
cottage.° 

Cray, A. C.: The words “Honey Krust”, displayed on a rib- 
bon across the representation of a beehive, as a trade-mark for bread, 
is likely to be confused with the word “Honey” registered for the 
same goods, and the registration is refused.® 


* Ex parte, Crew, Levick Company, 124 Ms. Dec. 70, September 4, 1917. 

* Ex parte, Yakima Valley Fruit Growers Association, 124 Ms. Dec. 265, 
October 8, 1917. 

* Coca-Cola Co. v. Old Dominion Beverage Corporation, 124 Ms. Dec. 
200, September 27, 1917. 

*Ex parte, American Papeterie Co., 124 Ms. Dec. 43, August 30, 1917. 

* Ex parte, Abts Company, 124 Ms. Dec. 21, August 27, 1917. 

* Ex parte, Grocers’ Baking Company, 124 Ms. Dec. 209, September 28, 
1917. 
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Cray, A. C.: The word “Nevvatare” for netting and veiling 
in the piece, is held fanciful, especially in view of the striking ap- 
pearance of the spelling, and the fact that the term is an absurd ex- 
aggeration. No other dealer could claim the right to use this mark, 
for it would be an obviously false description. (Citing Ex parte, 
Mallinson, 118 Ms. Dec. 456, “Indestructible” [6 T. M. Rep. 244] ; 
N. Y. Mackintosh Co. v. Flam, 198 Fed. Rep. 571, “Bestyette”, 
[2 T. M. Rep. 824]).* 

Cray, A. C.: The word “‘Autographic” in script, as a trade- 
mark for photographic cameras, so constructed that the films can be 
marked with the time and place of taking, and as a trade-mark for 
the films themselves, is not descriptive. What may be the signifi- 
cance of the word at the present time as applied to a camera is im- 
material, the question being whether there was any popular use of 
such a name in March, 1914, when the applicant adopted the word. 
No such use is shown. The word is not literally descriptive of the 
goods and should be registered. (Globe Wernicke Co. v. Brown, 
121 Fed. Rep. 185).? 

Cray, A. C.: An application to register the words “Ever- 
Wear” and the picture of a baseball for overalls, jumpers and 
trousers was rejected, first, because it conflicts with the picture of 
a baseball used by Spaulding Bros. for forty years, and secondly be- 
cause it is descriptive. The question of wear is the uppermost 
question in the purchase of overalls and for this reason I think 
there is considerable difference between the case of “Ever-Wear” 
for overalls and “Wear Ever” for rubber sponges (Ex parte, Fault- 
less Rubber Co., 122 Ms. Dec. 218 [7 T. M. Rep. 291]); besides 
in that case, it will be noted that the mark had had a long use, with- 
out interference, under circumstances indicating that it was under- 


stood in a fanciful sense. It is not possible to draw a line limiting 
the twilight zone between fanciful and descriptive terms.* 


‘Ex parte, E. & Z. Van Raalte, 123 Ms. Dec. 235, June 29, 1917. 
* Ex parte, Eastman Kodak Co., 124 Ms. Dec. 18, August 27, 1917. 


° Ex parte, Ely & Walker Dry Goods Co., 123 Ms. Dec. 435, August 16, 
1917. 
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Cray, A. C.: The word “Delicatessen” for bread is descrip- 
tive, having come into common use in the English language as in- 
dicating a certain class of food articles obtained at shops conducted 
under that name.’ 

Cray, A. C.: The word “Quality” and the picture of piston 
rings for metallic packing-rings is descriptive. Nothing could bet- 
ter describe a packing-ring than a picture of it, and the word 
“Quality” itself is equivalent to “Good Quality” or “Best Quality”. 
A disclaimer of the picture is not effective, so long as the picture 
appears. The presence of the picture in the mark is a denial of 
the disclaimer and if the picture were removed, the name “Quality” 
would still be unregistrable.’ 

Cray, A. C.: The words “Brilliant One” as a trade-mark for 
phonographic needles are descriptive, as the mark indicates that 
the needles are such as will give a brilliant tone.® 

Cray, A.C.: The name “Greatworth” in an ellipse as a trade- 
mark for shoes is plainly descriptive.* 

Cray, A. C.: The name “Kumfy-Kool” for middy blouses, 
shirt waists, etc., is not descriptive. It may suggest that the gar- 
ments are cool and comfortable in hot weather, but so would the 
words “Snow Flake” or “Ocean Breeze.” The more important 
question is whether the rights of any other person to the free use 
of the English language would be interfered with by the registra- 
tion and such would not be the case.° 


Cray, A. C.: A trade-mark for fly screens, consisting of the 
representation of a triangular frame, covered with wire netting. 
with a fly behind and the words “Fly Outside” thereon, is not de- 
scriptive, as the picture is not a mere representation of the goods, 
the screen shown being a triangular one and of a shape not com- 
monly used.® 


? Ex parte, Papendick Bakery Co., 124 Ms. Dec. 211, September 28, 1917. 
? Ex parte, Piston Ring Company, 124 Ms. Dec. 212, September 28, 1917. 
* Ex parte, Bagshaw Company, 124 Ms. Dec. 213, September 28, 1917. 
*Ex parte, Sears Roebuck Company, 124 Ms. Dec. 216, September 28, 
1917. 
* Ex parte, Bloom & Millman, 124 Ms. Dec. 219, September 29, 1917. 
* Ex parte, Watson Mfg. Company, 124 Ms. Dec. 292, October 12, 1917. 
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Cray, A. C.: The name “Interior”, for sheet metal doors, 
frames and mouldings, is clearly descriptive, indicating such fittings 
for interior use. The fact that some of them are used outside does 
not alter the effect of the name.’ 

Cray, A. C.: The word “Quality” in script, for electric gen- 
erators, is not registrable, but is descriptive. It is equivalent to 
a statement that the goods are “Good Quality” or the “Best Qual- 
ity.” 2 

Cray, A. C.: The name “Creeping Grip” as a trade-mark for 
tractors is descriptive, as it well describes the caterpiller action of 
the shoe or track upon which the tractor runs.* 

Newron C.: The words “Oil Air” for wicks and burners are 
not descriptive. As applied to these goods they describe nothing, 
but are merely suggestive.* 

WuiteHeap, A. C.: The word “Rack” for bakers’ ovens is de- 
scriptive. It has been the custom for many years to equip ovens 
with racks for use in inserting and withdrawing food from the ovens 
and the word indicates that the oven is one made to be used with 
a rack.® 

Newton, C.: Application to register as a trade-mark for 
stenographic writing machines, the phrase “The Machine Way in 
Shorthand”. Held, that these words are not descriptive, and the 
registration ordered.°® 

Cray, A. C.: An application to register a trade-mark for 
leather, consisting of two gloves, butt ends together and the word 
“Standwett” was rejected as descriptive. The decision is reversed 
on the ground that nobody would describe leather as “Standwett’’ 
leather. The applicant files proof that the mark has been long and 
widely used and understood as an indication of origin, and not as a 


? Ex parte, Interior Metal Mfg. Co., 124 Ms. Dec. 293, October 12, 1917. 

* Ex parte, Brackett, Shaw & Lunt Co., 124 Ms. Dec. 215, September 28, 
1917, 

* Ex parte, Bullock Tractor Co., 124 Ms. Dec. 293, October 12, 1917. 

* Ex parte, Huenefeld Company, 124 Ms. Dec. 97, September 10, 1917. 

‘Ex parte, National Oven Company, 124 Ms. Dec. 98, September 11, 
1917. 


* Ex parte, Stenotype Co., 124 Ms. Dec. 146, September 21, 1917. 
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descriptive term, and this is a matter that should always be con- 
sidered.* 

Cray, A. C.: The word “Autolysin’” as a trade-mark for a 
therapeutic compound for the treatment of malignant growths is 
unregistrable because descriptive, since it conveys the idea that the 
remedy increases the individual’s power of resisting the malignant 
growth.” 

Cray, A. C.: The word “Woolnap” for cotton blankets held 
not descriptive, and therefore registrable. This word never was, or 
is likely to be in public use to describe a cotton blanket, with a nap 
like wool. The fact that the word plainly conveys an idea does 
not make it descriptive. 

“TI consider that the numerous affidavits filed satisfactorily show that 
the term ‘Woolnap’ has acquired a significance as a mark of identification 
by very wide and long continued use. It is true that this would not be 
determinative, if the word in question were a word that, before that use, 


was in existence and had an inherent signification; but that is not the case 
here. 


“Doubtless the real meaning of a trade-mark is always given to it by 
the public and not by law or by the trader. The word is a trade-mark if 
in fact so considered by the public; and if in addition it appears, as in this 
case it does, that at the time of the adoption of the word as a trade-mark, 
the public had no, then established, right in its use as an instrument of 
description, the trade-mark is good.” 

(Citing Holeproof Hosiery Co. v. Wallach Bros., 172 Fed. Rep. 
859, ““Holeproof”; Ex parte, Adams & Jewell, 120 Ms. Dec. 374 


[7 T. M. Rep. 374], “Plastic Firebrick.’’)*® 


Portraits of Deceased Persons 


Cray, A. C.: An application to register the portrait of 
Thomas Jefferson, as a trade-mark for electrical apparatus, was re- 
jected on grounds of public policy. (Ez parte, Banner Cigar Mfg. 
Co., 188 O. G. 528.) In the case cited, an application to register 
the picture and facsimile signature of Grover Cleveland was refused, 


notwithstanding Cleveland was dead and the applicant showed a 
1 Ex parte, Joseph N. Eisendrath Company, 123 Ms. Dec. 357, August 
3, 1917. 


* Ex parte, Samuel M. Noyes, 123 Ms. Dec. 331, July 31, 1917. 
* Ex parte, Nashua Mfg. Co., 123 Ms. Dec. 306, July 7, 1917. 
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letter from him during his lifetime, authorizing the use of his por- 
trait and signature. 

The Act of 1905 specifies the grounds upon which a mark 
offered for registration may be rejected. It does not specify as one 
of these grounds the case of a portrait of a deceased person or of an 
ex-president. It specifies only the case of a portrait of a living per- 
son without his consent, but dead men have no property rights. 
Congress evidently did all it meant to do when it forbade the regis- 
tration of the portraits of living persons. The Act is restrictive 
and must be construed against the official governed thereby. The 
decision cited, in so far as it is inconsistent with this opinion, is 
overruled and the registration of the mark ordered.’ 

Cray, A.C.: In an application to re-register a trade-mark for 
cotton goods, consisting of the portrait of George Washington and 
the words “Father George’, the mark should not be rejected for 
renewal, because of a prior registration by another that has lapsed 
and has not been renewed, the applicant having had a registration 
free from interference since 1903. 

The law of 1905 specified that no portrait of a living individual 
could be registered without consent. This provision, restricting the 
right of the commissioner to refuse registration, leaves him no 
ground of refusal not there set forth. It may be in bad taste to use 
the portrait of Washington as a trade-mark, but it is not scandalous, 
nor is the picture the insignia of the United States. The commis- 
sioner is bound by the statute to allow the registration, as Congress 
did not intend to forbid the registration of a picture of an individual 
who is not living. (Bancroft v. Daniels, Cornell & Co., 119 Ms. 
Dec. 270 [6 T. M. Rep. 436].)? 


Separate Interference 


Wuiteneap, A. C.: The application of Abraham & Straus 
having been put in interference with registered marks of the other 
parties, a motion was made to separate the interference, so that 


1 Ex parte, Jefferson Electric Co., 124 Ms. Dec. 188, September 25, 1917. 


*Ex parte, Hunter Mfg. & Commission Co., 123 Ms. Dec. 381, August 
8, 1917. 
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the issues could be separately tried. It has long been the custom to 
put in a single interference all the registrations with which an ap- 
plication conflicts. To do otherwise would put a greater burden up- 
on all parties. The motion is denied.* 


Res Adjudicata 


A petition to strike out the answer. to a notice of opposition. 

After the decision of the Court of Appeals of June 2, 1917 
(7 T. M. Rep. 324), reversing the decision of the commissioner of 
patents, dismissing the opposition, the applicant filed an answer on 
June 6, 1917, which the opponent moves to strike out on the ground 
that the examiner, in accepting the answer, has failed to comply 
with the requirement of the court. The Court of Appeals, in re- 
versing the decision of the commissioner of patents, sustained the 
notice of opposition. The opponent claims that this was an ad- 
judication by the courts on the merits of the controversy, but it 
cannot be so regarded. The questions of fact were not passed on. 
The court merely meant that the opposition raised the question of 
the right to register a corporate name.’ 


Effect of Disclaimer 


Cray, A. C.: In an interference proceeding, it appeared that 
the Standard Company registered a mark on August 5, 1913, No. 
92,918, consisting of the word “Tripure’’, with a design of triangles 
and circles, for distilled water, disclaiming right to the exclusive 
use of the word “Tripure’, and on July 6, 1915, licensed the Tri- 
pure Company to use the word in a certain territory. The latter 
company later registered the word, alleging use since July, 1915. 
The Standard Company now applies to register the word for water. 

On a motion to dissolve the interference, held that the dis- 
claimer by the Standard Company in its registration of 1913 did 
not. estop the company subsequently to attempt the registration of 


1 Abraham & Straus v. Plymouth Rock Gelatine Co. v. Paschall, 124 Ms. 
Dec. 182, September 27, 1917. 

* Kellogg Food Co. v. John H. Kellogg v. Kellogg Toasted Corn Flake 
Company, 124 Ms. Dec. 239, October 15, 1917. 
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the word and that the licensee of the mark would not question the 
right of the licensor while he continued to enjoy the benefit of the 
license.’ 


Geographical Terms 


Newron, C.: A mark consisting of a diamond-shaped figure 
enclosing a mountain scene, combined with the word “Shasta”, for 
wrapping paper is registrable. It is true that the name “Shasta” 
is geographical and that it dominates the mark, but the mark does 
not consist entirely of this word and there is enough accompanying 
matter to warrant its registration.’ 


Cray, A. C.: Opposition to register the word “Kenmore” as 
a trade-mark for canned fruit on the ground that it is geographical 
was sustained by the examiner. Held that, although there are 
villages and an island off the coast of Ireland of the same name, 
it has no geographical significance to the ordinary public. Half 
the trade-names in use are employed geographically somewhere. 


The fanciful meaning of the trade-mark predominates and the ex- 
aminer’s decision is overruled.* 


Disclaimer 


Cray, A. C.: Opposition being filed to an application for a 
trade-mark for a liquid preparation for coating the inside of boilers, 
the applicant sought to avoid the opposition by disclaiming parts 
of the mark objected to by the opposer. Judgment by default for 
failure to answer sustained. What is left after the disclaimer, the 
words “Boiler Kote” alone, must be passed on as to registrability 
and use by the applicant, and an opportunity given to oppose.* 


Proper Names 


Cray, A. C.: In an application to register a trade-mark for 
electric lamps, consisting of a shaded bar on which are shown in 
*Standard Water System Co. v. Tripure Water System Co., 124 Ms. 


Dec. 42, August 30, 1917. 


* Ex parte, Crown Williamette Paper Co., 124 Ms. Dec. 100, September 
10, 1917. 


* Ex parte, John Sexton & Co., 123 Ms. Dec. 311, July 12, 1917. 
*Ironsides Co. v. Eevans, 123 Ms. Dec. 289, July 5, 1917. 
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black letters the name “Howe” and, radiating therefrom, divergent 
rays of light on which appear the words “Search” in light colored 
letters, and “Light” in dark letters, the requirement that the words 
“Howe’s Search Light” be removed from the drawing is improper, 
because nothing would be left recognizable as a trade-mark. The 
words are part of the design and are distinctively displayed. The 
applicant’s registration will leave others free to use the word 
“Howe” or the words “Search Light” in any way that does not imi- 
tate those of the applicant, and the mark as a whole should be 
registered.’ 

Cray, A. C.: Application to register a trade-mark for a 
toilet preparation, consisting of a crown, the upper rays or bars of 
which are constituted by the letters “Y-O-U-N-G-S”, shaped to fit 
the design , was rejected because a surname not distinctively dis- 
played. The ruling was reversed, the commissioner holding that the 
mark is not merely a surname and is distinctively displayed.’ 


Consent 


Cray, A. C.: An application to register the word “Bridal” 


for sheets and pillow cases was rejected, because of the prior regis- 
tration of that word for bed spreads and counterpanes. The prior 
registrant later consented to the registration, and as the similarity 
of the goods is in any case in doubt, the decision is reversed.* 


Goods of the Same Descriptive Properties 


Cray, A. C.: An application to register the word “Ideal” for 
percales was rejected because of a prior registration for shirts, 
collars and cuffs. The rejection was overruled on condition that 
applicant amend its goods to specify percales in the piece, since 
there can be no danger of confusion between piece goods and finished 
articles.* 


1 Ex parte, Howe Mfg. Co., 123 Ms. Dec. 385, August 10, 1917. 

* Ex parte, Frederick H. Young, 123 Ms. Dec. 309, July 11, 1917. 

* Ex parte, Carson, Pirie, Scott & Co., 123 Ms. Dec., July 12, 1917. 

* Ex parte, Carson, Pirie, Scott & Co., 123 Ms. Dec. 312, July 12, 1917. 
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Default 


Cray, A. C.: Hudnut desires to take testimony but cannot 
serve Mack, because he is a subject of the king of Wurtemberg, 
Germany, and has no representative in this country. No order in 
the matter is necessary, as Mack’s failure to name a representative 
under Section 3 of the Trade-Marks Act, leaves him no right to 
notice. The proceedings should go as on his default.’ 


Demurrer 


Cray, A. C.: An application to register “Flint Rock” as a 
trade-mark for mineral water was opposed by the owner of “White 
Rock” and “High Rock”. The applicant demurred on the ground 
that the word “Rock” is no distinctive part of a mark for mineral 
waters, citing the opposer’s two marks and many others, and the op- 
position was dismissed. Held that this decision was in error. 
Other registrations should not be considered on demurrer. The 
opposer’s rights are a matter of proof.’ 


Abandonment 


Cray, A. C.: An abandoned application, in which no action 
has been taken for a year, cannot be revived by an appeal or an 
amendment.*® 

Cray, A. C.: Bourjois & Co. applied for the registration of 
the trade-mark “Mary” for toilet powder and Vivaudou for the reg- 
istration of “Lady Mary” for the same goods. The latter appli- 
cant consenting to abandon his application, the interference was dis- 
solved on motion.* 


Advertising Phrase 


Ciay, A. C.: The words “The Machine You Will Eventually 


*Hudnut v. Phillips v. Mack, 123 Ms. Dec. 326, July 31, 1917. 
* White Rock Mineral Springs Co. v. Page, 123 Ms. Dec. 332, August 1, 
1917. 
Ex parte, Jose R. Pages, 123 Ms. Dec. 347, August 3, 1917. 
* Bourjois & Co. v. Vivaudou, Inc., 123 Ms. Dec. 440, August 20, 1917. 
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Buy” as applied to typewriters, is not a good trade-mark and is 
not registrable, being a mere advertising phrase and furnishing no 
name or mark by which the machine could be identified.” 


*Ex parte, Underwood Typewriter Co., 123 Ms. Dec. 437, August 16, 
1917. 
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